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REMARKS 

Reconsideration of this application is respectfully requested. 

Claim 4 was rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Applicant has amended claim 4 to state that the "bottle cover lid includes an upwardly 
extending generally conical crown portion having indicia printed thereon whereby said bottle cover 
lid resembles a Germanic beer stein." It is believed that this amended language clarifies the claim 
and sets the metes and bounds of the term "Germanic beer stein," particularly since that phrase no 
longer is an element of the claim but instead is part of a descriptive "whereby" clause that does not 
affect the scope of the claim. 

Claims 1-7 were rejected under 35 U.S.C. 102 as being anticipated by several patents, 
including Stark, 5,944,238, Koscherak, 2,157,937 and Senio, 1,417,282, and under and 35 U.S.C. 
1 03(a) as being unpatentable over those patents in combination with and in view of Wright, 1 75,8 1 1 
and Pick, 1,094,469. 

Applicant has amended claim 1 to more distinctly claim those features of his invention which 

are unique and novel over the prior art. Specifically, applicant has amended claim 1 to include the 

following statement which is generally identical in both amended claims: 

lever means connected to and mounted on said bottle cover lid, said lever means extending outwards 
from said bottle cover lid beyond said lid mount axle of said lid mount section such that 
a pplication of downwards force to said lever means by a user of said mini-stein bottle cover 
pivots said bottle cover lid upwards to said open position. 

Applicant has made these changes to further point out the critical distinctions between the 
cited prior art and applicants' invention, and therefore applicant respectfully disagrees with the 
examiner's stated arguments. The combination of multiple patents to arrive at a rejection of the 
applicant's claims would necessarily point to the conclusion that the examiner has reviewed the 
applicant's disclosure and then used that disclosure as a template to combine prior art devices to 
arrive at the applicant's invention. Although many of the elements of applicant's invention are shown 
in the prior art, there is no suggestion to combine the elements to replicate applicant's invention 
absent applicant's own disclosure. Applicant would further state that the modifications of the prior 
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art necessary to function in the manner described in applicants' invention are not found anywhere in 
the cited prior art, but instead are only found in Applicants' disclosure, particularly in light of the 
currently amended claims. As the Federal Circuit stated in In re Fitch : "The mere fact that the prior 
art may be modified to reflect features of claimed invention does not make modification, and hence 
the claimed invention, obvious unless the desirability of such modification is suggested by the prior 
art. It is impermissible to use the claimed invention as an instruction manual or "template" to piece 
together the teachings of the prior art so that the claimed invention is rendered obvious. This court 
has previously stated that 'One cannot use hindsight reconstruction to pick and choose among 
isolated disclosures in the prior art to deprecate the claimed invention.'" In re Fitch. 23 USPQ2d 
1780, 1 783-4. citing from In re Gordon . 733 F.2d at 902. 221 USPO at 1 1 27 and In re Fine . 837F.2d 
at 1075, 5 USPQ2d at 1600. Clearly, any suggestion to combine the elements found in the prior art 
is only found in the applicant's specification. Therefore it is seen that not only is applicants' 
invention not disclosed in the prior art, but applicants' invention is not even fairly suggested by the 
prior art. 

The cited base patents, Stark, 5,944,238, Koscherak, 2,157,937 and Senio, 1,417,282, each 
disclose snap-on lids for cans and bottles, yet inherent in the Stark and Koscherak devices is the key 
feature that the lids disclosed are designed for the purpose of tightly closing the bottle or can opening 
in a sealed manner. Such a design is antithetical to the function of the present invention, as 
described in the objects of the present invention, quoted here, "Another object of the present 
invention is to provide a mini-stein bottle cover which is operative to generally prevent the incursion 
of foreign objects into the bottle and generally prevent the accidental spillage of the contents of the 
bottle while not forming a fluid-tight seal between the bottle cover lid and the top opening of the 
bottle on which the mini-stein bottle cover is mounted." Modification of the Stark and Koscherak 
patents to cause them not to form a fluid-tight seal would destroy their intended functionality, and 
as was stated by the C.C.P.A. in In re Rosen : "The modification necessary to the primary reference 
in order to achieve the patented design may not destroy fundamental characteristics of the primary 
reference." In re Rosen . 673 F.2d 388, 391, 213 USPQ 347, 350 (C.C.P.A. 1982). It can fairly be 
said that the cited prior art does not disclose nor suggest the lid of applicant's invention, and 
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modification of Stark and Koscherak to replicate applicant's device will render those inventions 
inoperable for their intended functions. 

Regarding Senio, 1,417,282, the patent discloses a milk bottle cover that does not include 
the features of the present invention as currently claimed. The examiner has stated that the lid has 
a lever (17), but a review of the Senio patent discloses that this in fact is not a lever, but rather is a 
hinge eye (col 2, line 58) which has no connection to the lid itself. Therefore, there is no suggestion 
in the Senio patent to include a lever operatively connected to the lid. Furthermore, the Senio patent 
discloses a lid which pivots easily on the milk bottle, and therefore renders it generally useless for 
the purpose of preventing accidental spillage of the contents of the bottle. It is therefore believed 
that claim 1 is allowable over the cited prior art. 

Claims 2-4 were rejected along with claim 1, but applicant wishes to clarify that he does not 
claim exclusive rights to the features defined in those claims independently, but rather only in 
combination with the present invention as defined in claim 1. For the reasons expressed above in 
connection with claim 1 and for the structural limitations added by these claims, claims 2-4 are 
believed to be allowable with claim 1. Claims 5, 6 and 7 have been canceled. 
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Applicant is mailing this amendment after expiration of the three month response period but 
within the second month's extension of time permitted by 37 C.F.R. § 1.136 and accompanied by 
the fee set forth in 37 C.F.R. § 1.17(a). This application is thus believed to be in condition for 
allowance of all claims remaining herein, and such action is respectfully requested. 

Respectfully submitted, 

Adam H. Jacohg/ 
Registration NF37,852 
Law Offices of Adam H. Jacobs 
1904 Farnam Street, Suite 726 
Omaha, Nebraska 68102 
Attorney for Petitioner 
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